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The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-24 rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 1 's "obtainable" is indefinite. Must D be "obtained" from the two silanes or is the 
claim language merely a suggested possibility? 

Claim 4,5,12,19's "in particular" is confusing. Are these claim limitations or not? 

Claim 10's "which can be" is confusing. Is this a claim limitation or not? 

Claim 1 1,14,15,20,21 and 24 's "especially" is confusing. Are these claim limitations or 

not? 

Claim 14,15 and 19's "preferably" is confusing. Are these claim limitations or not? 
Claim 18's acetates and diethylmalonate are esters - not the ketones or acids required by 
claim 17. 

Claim 22 provides for the use of the composition, but, since the claim does not set forth 
any steps involved in the method/process, it is unclear what method/process applicant is 
intending to encompass. A claim is indefinite where it merely recites a use without any active, 
positive steps delimiting how this use is actually practiced. 

Claim 22 is rejected under 35 U.S.C. 101 because the claimed recitation of a use, without 
setting forth any steps involved in the process, results in an improper definition of a process, i.e., 
results in a claim which is not a proper process claim under 35 U.S.C. 101 . See for example Ex 
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parte Dunki, 153 USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 255 F. 
Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Schwindt '833 and Izumo '725 both disclose compositions that include polyurethane 
prepolymer, aliphatic isocyanate and aromatic isocyanate. However, these references lack 
applicant's component (D). Hsieh '317 (abstract) shows applicant's (D) but not mixed with 
urethane prepolymer. An isocyanate functional prepolymer (col 5 line 46) can be superimposed 
on (D), but this does not suggest a mixture. Furthermore, applicant (PR8 vs PR4) has shown the 
inclusion of (D) permits long waiting times. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DAVID BUTTNER whose telephone number is (571)272-1084. 
The examiner can normally be reached on weekdays from 10 to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck, can be reached on 571-272-1078. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner, Art Unit 1796 



